TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DON A HOLLI NGSWORTH AND
GREGORY A. HOLLI NGSWORTH

Appeal No. 96-2862
Appl i cation 08/030, 704!

ON BRI EF

Bef ore MEI STER, ABRAMS, and McQUADE, Admi nistrative Patent
Judges.

MElI STER, Adm ni strative Patent Judge.

! Application for patent filed March 12, 1993.
1

16



Appeal No. 96-2862
Application No. 08/030, 704

DECI SI ON ON APPEAL

This an appeal fromthe final rejection of clains 7, 9-13
and 21-24. dains 14-16 and 20 stand allowed. W affirmin-part
and, pursuant to our authority under the provisions of 37 CFR
8§ 1.196(b), enter new rejections of claim22 under 35 U S. C
88 102(b) and 103.

The appellants’ invention pertains to a tool holder that is
adapted to be nounted on a perforated panel. |ndependent claim
22 is further illustrative of the appeal ed subject matter and
reads as foll ows:

22. A tool holder, nmountable to the front surface of a standard
per fboard having front and rear surfaces and havi ng spaced hol es
therein, said tool holder conprising first and second portions for
fitting into two adj acent holes fromthe front surface, both of
said first and second portions conprising nmeans for applying
positive pressure against the rear surface around the hole into

which it is inserted.

The references relied on by the exam ner are:

Schuplin 3,417, 438 Dec. 24, 1968
Mui r head 4, 405, 108 Sep. 20, 1983
Hut chi son Des. 300, 003 Feb. 28, 1989

An additional reference relied on by this nerits panel of
the Board is:

Ni em 4,828, 209 May 9, 19892

2 This reference was nade of record by the exam ner in the
first Ofice action (Paper No. 4).
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Claim 22 stands rejected under 35 U . S.C. 8§ 102(b) as being
antici pated by Miirhead.

Clains 7, 9-13, 21 and 23 stand rejected under 35 U S. C
8 103 as bei ng unpatentabl e over Hutchison in view of Schuplin.

Claim 24 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Hutchison in view of Schuplin and Mirhead.

The exam ner’s rejections are explained on pages 3-6 of the
answer. The argunents of the appellants and the exam ner in
support of their respective positions may be found on pages 5-18
of the brief and pages 7-12 of the answer.

Considering first the rejection of claim22 under 35 U. S. C
8 102(b) as being anticipated by Miirhead, we find nothing in
Mui rhead to indicate that the fasteners 32 apply “positive
pressure against the rear surface around the hole into which it
is inserted” as this claimexpressly requires. Miirhead only
expressly teaches that the split portions of the fasteners 32
flex innardly as the end of the fasteners pass through a hole and
thereafter that:

the portions flex outwardly providing an interference

hol ding relationship with the head abutting the rear

surface of the nounting board for secure retention of
hol der 15. [See columm 3, lines 55-58].



Appeal No. 96-2862
Application No. 08/030, 704

It does not follow that just because the head “abuts” the rear
surface, that it also applies positive pressure (e.g., the head
m ght only barely touch the rear surface).

Recogni zi ng this obvious deficiency, the exam ner has al so
taken the position that:

When a tool is supported on the holder as shown at “S

in figure 1, a force is created on the base nenber (17)

havi ng a horizontal conponent acting pulling [sic] out

on the upper fastener (32). Such a force would result

in a positive pressure force of the shoul der agai nst

the rear surface of the base nenber. [Answer, page 7.]
However, we nust point out that, in such an instance, it is the
user which applies the positive force by a pulling action. On
the other hand, claim 22 expressly requires that it is the first
and second portions which conprise the neans for applying the
positive force.

Since each and every feature set forth in claim?22 is not
taught by Miirhead, either expressly or under the principles of
i nherency, we will not sustain the rejection of this claimunder
35 U S.C. § 102(b).

Turning to the rejection of clains 9 and 21 under 35 U. S. C

8 103 as bei ng unpatentabl e over Hutchison in view of Schuplin,

the brief states that:
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Hut chi son is devoid of Appellants’ clained “second

portion” which is passable through the hole in the

perfboard. There is no indication that the split

proj ect of Hutchi son passes through the board.

Schuplin shows and descri bes a separate fastener which

is not intended to be, or suggested to be, integrally

formed wth any other nmenber. 1In the clained

i nvention, the second portion is “integrally fornmed

wi th said base nenber and said first portion”. [Page

9.]

These contentions are not persuasive.

As to appellants’ contention that there is no indication
that the split projection of Hutchison passes through the
pegboard, Hutchison is a design patent and, hence, obviously has
no witten description. However, it is well settled that in
eval uating references it is proper to take into account not only
the specific teachings of the references but also the inferences
whi ch one skilled in the art would reasonably be expected to draw
therefrom |In re Preda, 401 F.2d 825, 826, 159 USPQ 342, 344
(CCPA 1968). Moreover, artisans nmust be presuned to know
sonet hi ng about the art apart fromwhat the references disclose
(I'n re Jacoby, 309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962))
and t he concl usi on of obvi ousness nay be nmade from "common
knowl edge and common sense" of the person of ordinary skill in

the art (In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545, 549

(CCPA 1969)). Viewing Fig. 2 of Hutchison, we are of the opinion
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that one of ordinary skill in this art would understand as a
matter of common know edge and common sense that, in order for
Hut chi son’s device to function in its intended manner as a

“Dl SPLAY HOOK FOR PEGBOARD’ as set forth in the title, the split
proj ections would i ndeed pass through the holes in the pegboard.

As to the appellants’ contention that Schuplin nmerely
di scl oses a separate fastener which is not intended to be forned
wi th any other nenber, we point out that in the enbodi nent of
Figs. 10-13, Schuplin clearly shows his fasteners being
integrally formed with a strap-type hol der 52.

It is also the appellants’ contention that there is no
suggestion to conbine the teachings of Hutchison and Schuplin in
t he manner proposed by the exam ner. This, according to the
appel lants, is especially the case because:

Hut chison’s article of design is a passive device.

There is no indication of a need for a Schuplin-type

device in Hutchison. Since the weight of an object on

the arm of the Hutchison device will aid in forcing the

| oner fastener nore firmy against the perfboard, there

woul d be no incentive to | ook el sewhere to repl ace

Hut chi son’s | ower fastener with sonething else, |et

alone to look to a field of art in which the main

concentration of function is to connect one object to

another (a cable strap 46 or 52 in Schuplin, for

exanple). [Brief, page 17.]

We cannot agree. \While there nust be sone teaching, reason,

suggestion, or notivation to conbine existing elenents to produce
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the cl ai ned device (see ACS Hospital Sys., Inc. v. Mntefiore
Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. GCr
1984)), it not necessary that the cited references or prior art
specifically suggest nmaking the conbination (B.F. Goodrich Co.
V. Aircraft Braking Sys. Corp., 72 F.3d 1577, 1582, 37 USPQd
1314, 1318 (Fed. Cir. 1996) and In re N lssen, 851 F.2d 1401,
1403, 7 USP2d 1500, 1502 (Fed. Cir. 1988)). Rather the test for
obvi ousness is what the conbined teachings of the references
woul d have suggested to one of ordinary skill in the art. 1In re
Young, 927 F.2d 588, 591, 18 USPQd 1089, 1091 (Fed. Gir. 1991)
and Inre Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA
1981) .

Here, Schuplin in colum 1, lines 50-61, anong the objects
of the invention states that it is desired to provide a fastener
that (1) is “of a sinple, yet rugged, econom c construction and
whi ch may be quickly and easily assenbl ed and di sassenbled with a
m nimumof time and effort” and (2) which “provides optinmm pull -
out resistance in the nmounted secured position thereof.” In our
view, one of ordinary skill in this art would have found it
obvi ous to substitute in Hutchison for his split projection-type

fastener, the fastener 58, 60 disclosed by Schuplin in order to
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achi eve these expressly stated advantages. As to the appellants’
contention that, since the weight of an object on the arm of
Hut chi son would aid in nore firmy forcing the | ower fastener
agai nst the pegboard, there would be no incentive to repl ace
Hut chi son’s | ower fastener, we note that the artisan would
understand as a matter of conmmon know edge and conmobn sense that
“pul | -out” forces are often exerted when an object is being
removed froma hook-like armsuch as that of Hutchison. Thus,
there woul d i ndeed be incentive for the artisan to repl ace
Hut chi son’s | ower fastener with one which provides optinmum pull -
out resistance as taught by Schuplin.

The appel | ants have not separately argued the patentability
of dependent claim21. Accordingly, this claimfalls with
i ndependent claim9. 37 CFR § 1.192(c) (7).

In an apparent attenpt to provide evidence of nonobvi ousness
t he appel | ants under the headi ng “SUMMARY OF THE | NVENTI ON' on
pages 1 and 2 of the brief have made reference to a nagazi ne
article which broadly states that many hooks designed for
pegboard have a tenancy to fall off, but that *“Power Peg” hooks
are “nore likely to stay in place” and “Forever Peg Hooks”

“absolutely never fall off (barring major abuse, of course).”
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Apparently, the appellants believe that this nagazine article
establ i shes |l ong-felt need.

In general, to establish long-felt need, evidence nust be
presented whi ch denonstrates the existence of a problem which was
of concern in the industry and has remai ned unsol ved over a | ong
period of tinme. See Vandenberg v. Dairy Equip. Co., 740 F.2d
1560, 1567, 224 USPQ 195, 199 (Fed. Cir. 1984). This can be
acconpl i shed, for exanple, by the testinony of experts in the
i ndustry, or publications or the Iike, which speak to the
duration and extent of the problem and of the substantial effort
and resources which had been expended during that tine in
attenpts to solve the problem See Railroad Dynam cs, Inc. v.
Stucki Co. 579 F. Supp. 353, 362, 218 USPQ 618, 628 (E.D. Pa.
1983), aff'd, 727 F.2d 1506, 220 USPQ 929 (Fed. Cr.), cert.
denied, 469 U S. 871 (1984). Once the long-felt need has been
established, it nust further be shown that the invention satis-
fied that need. See In re Cavanagh, 436 F.2d 491, 496, 168 USPQ
466, 471 (CCPA 1971). This can be denonstrated, for exanple, by
evi dence establishing commercial success and that the industry
purchased the clained invention because it satisfied the |ong-

felt need. See W L. Gore & Assocs., Inc. v. Garlock, Inc.,
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721 F.2d 1540, 1555, 220 USPQ 303, 315 (Fed. Cr. 1983), cert.
denied, 105 S. C. 172 (1984). \Wen viewed in this context, we
are satisfied that the above-noted magazine article falls far
short of establishing long-felt need.

In view of the foregoing we will sustain the rejection of
clainms 9 and 21 under 35 U S.C. 8 103 based on the conbi ned
t eachi ngs of Hutchi son and Schuplin.

Consi dering now the rejections under 35 U.S.C. § 103 of
clains 7, 10-13 and 23 as bei ng unpatentabl e over Hutchison in
vi ew of Schuplin and cl aim 24 as bei ng unpat entabl e over
Hut chi son in view of Schuplin and Miirhead, each of these
rejections is based on the examner’s view that the nenbers 20,
22 of Schuplin can be considered to correspond to the “plurality
of spaced elongated fingers with thickened tips “as set forth in
claim 10 and has cited a dictionary definition of “tip” in
support thereof. W nust point out, however, that the
indiscrimnate reliance on definitions found in dictionaries can
often produce absurd results. See In re Salem 553 F.2d 676,
682, 193 USPQ 513, 518 (CCPA 1977). More inportantly, terns in a
claimshould be interpreted in a manner consistent with the
specification and construed as those skilled in the art woul d

construe them (see In re Bond, 910 F.2d 831, 833, 15 USPQd 1566,
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1567 (Fed. G r. 1990), Specialty Conposites v. Cabot Corp.
845 F.2d 981, 986, 6 USPQ2d 1601, 1604 (Fed. G r. 1988) and
In re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. G
1983)). Here, the nmenbers 20, 22 which the exam ner has
identified as corresponding to the clainmed plurality of spaced
fingers having thickened tips are nerely portions of a single,
| oop-1i ke body 6. The exam ner recognizes this but,
neverthel ess, takes the position that these portions can be
considered to be separate fingers connected by a U shaped
portion. In our viewthe examner is attenpting to expand the
meani ng of this clainmed term nol ogy beyond all reason.
Consistent with the appellants’ specification, we can think of no
ci rcunst ances under which one of ordinary skill in this art would
interpret the single, loop-like body 6 of Schuplin to conprise a
plurality of spaced fingers having thickened tips as the exam ner
asserts. This being the case, we will not sustain the rejections
under 35 U.S.C. 8 103 of clains 7, 10-13 and 23 based on the
conbi ned teachi ngs of Hutchison and Schuplin and of claim 24
based on the conbi ned teachi ngs of Hutchison, Schuplin and
Mui r head.

Under the provisions of 37 CFR 8 1.196(b) we make the
foll ow ng new rejections.

11
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Claim22 is rejected under 35 U. S.C. § 102(b) as being
anticipated by NNem. N em discloses a holder 10 nountable to
the front surface of a panel of standard perfboard or pegboard 11
havi ng spaced hol es therein conprising first and second portions
32A, 32 fitting into two adjacent holes, both of the first and
second portions conprising neans 38 in conjunction with portions
of fingers 32 for applying positive pressure against the rear
surface around the hole into which it is inserted. As to the
[imtation in the preanble that the holder is a “tool holder,”
the particular manner in which a device or article is used cannot
be relied on to distinguish structure fromthe prior art. See,
e.g., Inre Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429,
1431-32 (Fed. G r. 1997), In re Spada, 911 F.2d 705, 708,

15 USPQ2d 1655, 1657 (Fed. Cir. 1990), In re Yanush, 477 F.2d
958, 959, 177 USPQ 705, 706 (CCPA 1973) and In re Casey, 370 F.2d
576, 580, 152 USPQ 235, 238 (CCPA 1967). Here, the hol der of
Niem clearly has the capability of holding a tool and whether a
tool actually is or mght be placed in Niem’'s hol der depends
upon the performance or non-performance of a future act of use,
rat her than upon a structural distinction in the clains. Stated
differently, the holder of NNem would not undergo a

met anor phosis to a new hol der sinply because a tool was placed in

12
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it. See In re Pearson, 494 F.2d 1399, 1403, 181 USPQ 641, 644
(CCPA 1974) and Ex parte Masham 2 USPQR2d 1647, 1648 (Bd. Pat.
App. & Int. 1987).

Claim?22 is rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Miuirhead in view of either Schuplin or N em.
As we have noted above, Schuplin discloses fasteners 58, 60 that
are integrally formed with a holder 52, which fasteners provide
“optimum pul | -out resistance” (see colum 1, line 60) when
attaching the holder to a perforated panel. N em discloses
fasteners 32 that are integrally formed with a holder 10, which
fasteners | ock the holder in place on perfboard or pegboard panel
(see colum 1, lines 46-56). One of ordinary skill in this art
woul d have found it obvious to substitute in Miirhead for his
fasteners 32 the fasteners of either Schuplin or Nhem in order
to achi eve the expressly stated advantage of providing “optinmm
pul | -out resistance” as taught Schuplin or “locking” the hol der
to the perfboard or pegboard panel as taught by Niem.

I n summary:

The rejection of claim22 under 35 U S.C. 8§ 102(b) is

rever sed

13
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The rejection of clains 9 and 21 under 35 U.S.C. 8 103 is
af firnmed.

The rejections of clains 7, 10-13, 23 and 24 under 35 U S.C
8§ 103 are reversed.

New rejections of claim?22 under 35 U.S.C. 88 102(b) and 103
have been made.

In addition to affirmng the examner’s rejection of one or
nore clains, this decision contains a new ground of rejection
pursuant to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by
final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997),
1203 Of. Gaz. Pat. & Trademark O fice 63, 122 (Oct. 21, 1997)).
37 CFR 8 1.196(b) provides that “[a] new ground of rejection
shal |l not be considered final for purposes of judicial review?’

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:

(b) Appellant may file a single request for rehearing

within two nonths fromthe date of the origina

deci si on

37 CFR 8 1.196(b) al so provides that the appellants, WTH N

TWDO MONTHS FROM THE DATE CF THE DECI SI ON, must exerci se one of

the followng two options with respect to the new ground of

14
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rejection to avoid termnation of proceedings (37 CFR § 1.197(c))
as to the rejected clains:
(1) Submt an appropriate anmendnent of the clains

so rejected or a showng of facts relating to the

clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.

(2) Request that the application be reheard under

§ 1.197(b) by the Board of Patent Appeals and

I nterferences upon the same record.

Shoul d the appellants elect to prosecute further before the
Primary Exam ner pursuant to 37 CFR § 1.196(b)(1), in order to
preserve the right to seek review under 35 U . S.C. 88 141 or 145
with respect to the affirmed rejection, the effective date of the
affirmance is deferred until conclusion of the prosecution before
the exam ner unless, as a nere incident to the limted
prosecution, the affirned rejection is overcone.

| f the appellants el ect prosecution before the exam ner and
this does not result in allowance of the application, abandonnent
or a second appeal, this case should be returned to the Board of

Pat ent Appeals and Interferences for final action on the affirned

rejection, including any tinely request for rehearing thereof.

15
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART
37 CFR § 1.196(b)

JAMES M MEI STER )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
NEAL E. ABRAMS ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
JOHN P. McQUADE )
Adm ni strative Patent Judge )
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Don A. Hol lingsworth
10511 Keokuk Avenue
Chat sworth, CA 91311
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